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IN IHK

UNITED STATES CIRCUIT COURT OF APPEALS

FOR THE NINTH CIRCUIT

THE PELTON WATER WHEEL
COMPANY,

Appellant,

vs.

MAY E. DOBLE,

Appellee.

No. 1970.

REPLY BRIEF OF APPELLANT.

At the oral argument of this case we contended that

each of the claims of the patent in suit was void for the

reason that there was no "combination" in the sense of

the Patent Law between the several elements or instru-

mentalities set forth in such claim.

This objection goes to the very foundation of A j)pel-

lee's right to a patent on the association of the elements

or instrumentalities included within the respective

claims, and if well taken is fatal to the patent whether

the utility of what is shown and described he great or

small or whether there be little or much that is new or

novel in any part or parts thereof.

That the court may most readily understand and apply

both the facts and law we will brieflv review tlie se\'eral



claims that we may have before us a definite and succinct

analysis of tlie elements and instrumentalities included

in each thereof.

CLAIM ONE.

In this claim the patent calls for the association in a

hydraulic ai^paratus of

1. An impact-wheel with buckets,

2. A nozzle-pipe of sinuous or double-curved form

for directing a stream of water upon the buckets

of said wheel,

3. Means for varying the amount of water dis-

charged from said nozzle,

4. A supply-pipe to which said nozzle is pivoted

on an axis in the plane of its sinuousity, said

plane and axis being substantially parallel to

the axis of said impact-wheel, substantially as

specified.

Attention is particularly called to the fact that no gov-

ernor or governing mechanism is a part of this associa-

tion of elements or instrumentalities. Nor is any me-

chanical connection between any such governor and the

"means for varying the amount of water discharged from

said nozzle" included or called for. Particular attention

is called to the fact that nowhere in the description of the

patent is there described, or is there shown in the draw-

ings of the patent, any such governor or governing mech-

anism, or any mechanical connection with the needle-valve

mechanism of the nozzle. No mechanical connection of

such needle-valve mechanism is even suggested—much



less described with that certainty required by the Patent

Law to conform with the plain requirements of Section

4888 of the Revised Statutes that

:

''Before any inventor or discoverer shall receive his

patent for his invention or discovery, he shall make

application therefor, in writing, to the Commissioners

of Patents, and shall file in the Patent Office a written

description of the same, and of the manner and process

of making, constructing, compounding, and using it,

in such full, clear, concise, and exact terms as to enable

any person skilled in the art or science to ivhich it ap-

pertains, or ivith which it is most nearly connected, to

make, construct, compound, and use the same," etc.

The first reference in the specification of the Doble

patent to even a governor is found in lines 55-63 of page

1, as follows:

'*To attain sensitive and efficient regulation by means

of deflecting nozzles, it is necessary that these be placed

in equilibrium or relieved from resistance to the action

of regulators or governors which are not capable of

exerting much force without interfering with their pre-

cision and uniform action."

No one will contend that this is a description of either

the mechanical construction or principle of operation of

such regulators or governors. We must therefore search

further if we are to find any description of how to make

or construct or use such a regulator or governor or how

to mechanically connect it with the valve-means for shut-

ting off the flow of water from the nozzle.

But, read the specification of the patent in suit word

for word and read each and every one of the claims and

not another reference to any such governor or governing



moans or any mcciuiuioal connection of such governor

with the neeille-valve means can be found. There is no

other mention of or reference to such governor and not

even the remotest suggestion of mechanical connection be-

tween the valve-means and a governor.

It is thus seen that not only is the printed portion of

the patent absolutely silent as to the construction and

mode of operation of the governor and that there is ab-

solutely no suggestion of mechanical interrelation of the

governor and the valve-means, but there is no description

of how such governor co-operates with the needle-valve

or the mode of pivoting, and when we direct our atten-

tion to the drawings it is noted that the drawings do

not even indicate a governor—much less show any me-

chanical connection between a governor and the needle-

valve means. It is certain then that this patent does not

disclose an invention of which the governor forms any

part. The inventor did not intend to claim the governor

as a part of any combination produced by him.

This claim 1 cannot therefore either in its plain terms

or by any construction whatever include, as an element

of a "combination" to be covered thereby, a governor

or mechanical connections between a governor and the

"means for varying the amount of water discharged from

the nozzle," nor any interdependence of co-operation or

co-action between, any governor and the needle-valve

means.

It is clear therefore that this is not a claim for a com-

bination of the double curved deflecting nozzle, pivoted

on an axis in the plane of its sinuousity, a governing

means, and a needle-valve means so interrelated as to con-



jointly co-operate to produce a unitary result, but that

the governor does not enter into the claimed structure at

all. Then whatever co-operation in practical use, as sub-

sequently installed, a governor may or may not have with

the needle-valve mechanism is not within the disclosure

of this patent and is not involved in the consideration of

this claim for the reason that such governor is not shown

or described in the patent and is no part of the claim and

the claim must stand or fall independent of any gov-

ernor.

CLAIM TWO.

In this claim there are embraced the following ele-

ments :

1. An impact-wheel,

2. A nozzle rigid throughout, of curved form, for

directing a stream upon said wheel,

3. Means for varying the amount of discharge

from the tip of the nozzle,

4. A supply pipe,

5. A pivot connecting the nozzle and pipe, the axis

of the pivot at right angles to the direction of flow

at the axial point and located in the plane of the

bend of the nozzle.

It is thus seen that this claim 2 differs from claim 1

only in that claim 1 is limited to a ** double-curved form''

of the nozzle while claim 2 simply calls for the nozzle

rigid and of curved form. No governor or governing

means is called for by this claim nor made a part of the

alleged combination nor is any mechanical connection or



co-oporatiou botwooii a governor and the needle-valve

("means for varying the amount of discharge from the

tip of the nozzle") included within the alleged combina-

tion or called for by the terms of the claim.

If then there were co-action or co-operation between

a governor and the needle-valve, such co-action or co-

operation is not inherent in the collection of elements

called for by the claim and not within the claim and any

such combination {did any in fact ever exist) between the

governor and the needle-valve is not involved in the con-

sideration of this claim which is for the five elements

specified and not for these elements and {6) a governor

and (7) a mechanical connection hetiveen the governor

and needle-valve, neither of which are shown or described

or claimed in the patent in suit.

CLAIM THREE.

This claim calls for a hydraulic apparatus consisting of

the following elements

:

1. An impact-wheel,

2. A nozzle rigid throughout and of curved form for

directing a stream upon said wheel,

3. Means for varying the amount of discharge

from the tip of the nozzle,

4. A supply pipe,

5. A pivot connecting the nozzle and pipe, the axis

of movement of the nozzle being at right angles

to the direction of flow at the axial point and

located in the plane of the bend of the nozzle.



It is thus seen that these five elements of claim 3 are

the same five elements of claim 2 and no others. The

claim does not call for (6) a governor or (7) a mechanical

connection between the governor and the needle-valve.

These elements are not part of the alleged combination,

either as shown in the drawings of the patent or as de-

scribed in the printed description of the patent or as

enumerated in this claim of the patent.

CLAIM FOUR.

"While this claim differs somewhat in phraseology from

claim 1, 2 and 3, it calls for the same elements. It does not

mention either a governor or any co-operation or co-

action between the needle-valve and a governor. The ele-

ments specified in this claim are:

1. An impact wheel provided with buckets and in

which a jet from a pivotal nozzle is projected

against the buckets in a plane perpendicular to

the vertical axis of the wheel,

2. A fluid-supply pipe,

3. A nozzle pivotally mounted at two diametrically

opposite points outside the base of said supply-

pipe, said nozzle being bent or curved forward of

the supply-pipe in the same plane, as that occu-

pied by its pivoted points,

4. Means arranged forward of said pivotal points

^

for regulating the jet discharged by the nozzle.

CLAIM FIVE.

The elements specified in this claim are:

1. A bent rigid nozzle,



2. A r<ilrc rcguiai'Dtg the discharge at the tip,

[\. A main supply-pipe,

4. A i)ivot connectiriii: the nozzle and pipe at right

an«rles to the direction of flow at the axial point

and in the plane of the bend of the nozzle.

There is no governor, or mechanical dependence be-

tween governor and the regulating valve, called for by

this claim and it is apparent that the inventor in making

this claim did not base his contention that it was a com-

bination upon any interdependence between a governor

and such regulating valve.

CLAIM SIX.

The elements specified are

:

1. An impact-wheel,

2. A nozzle of sinuous or double curved form for di-

recting a stream upon the wheel,

3. Means for varying the amount of discharge

from the nozzle,

4. A supply-pipe to which said nozzle is pivoted on

an axis in the plane of its sinuousity, said plane

and axis being substantially parallel to the axis

of the said impact-wheel.

While here again we find the regulating valve thrown

into the collection of instrumentalities collected in this

claim, still no mention of any governor or of any co-

operative relation of the reg-ulating valve and a governor.

These form no part of this claim.
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CLAIM SEVEN.

The elements of this claim are

:

1. An impact-wheel,

2. A nozzle rigid throughout, of curved form, for

directing a stream upon said wheel,

3. Means for varying the amount of discharge

from the tip of the nozzle,

4. A supply pipe,

5. A pivot connecting the nozzle and pipe, the axis

of the pivot at right angles to the direction of

flow at the axial point and located in the plane of

the bend of the nozzle, and said plane parallel to

that of the axis of the wheel.

Again the needle-valve or regulating means is thrown

into the collection of elements without any co-operating

elements.

CLAIM EIGHT. i

The elements of this claim are:

1. An impact-wheel,

2. A nozzle of sinuous or double-curved form for di-

recting a stream upon said wheel,

3. Means for varying the amount of discharge

from the ^nozzle,

4. A supply-pipe with which the nozzle has pivotal

relation, the axis of movement located in the

plane of the sinuousity of the nozzle.

This extended analysis of each of the claims of the pat-

ent in suit shows the total lack in the claims of any even

pretended co-action or co-operation of the needle-valve
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witli a p:overnor. Reading the claims one cannot but be

struck witli tlic apparent interjection of the needle-valve

into a collection of instrumentalities with which it has no

co-oi)erative relation. WJwrein the absence or presence

of the needle-valve has any effect upon the manner of

pivoting cannot be gleaned from the drawings, the printed

description, or the claims.

It is clear that no attempt has been made by Mr. Doble

to claim a combination of the needle-valve and a gov-

ernor.

There being no room for doubt but that the claims of

the patent do not embrace a governor and that the draw-

ings do not show a governor and the specification does

not describe a governor, it is clear that if a governor be

essential to a co-operation or co-action of the needle-

valve, the needle-valve is not in combination with the

other elements of the claims but is merely aggregated

therewith or in juxtaposition with respect thereto and the

claims are void.

Appellee's counsel did not at the oral argument and

does not in his brief contend that there is any co-action

or interdependence between the specific mode of pivot-

ing and the needle-valve except through the governor. We
submit that the failure to show and describe in the patent

how to make or construct and how to use such a gov-

ernor and the manner of its co-action with the needle-

valve and the utter failure to claim the governor as an

element of the alleged combination utterly and absolutely

removes such governor as an element from the claims of

the patent and that if without such element (the gov-

ernor) there is no dependent relation and co-action of the
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needle-valve and the particular mode of pivoting then

each claim is void.

The Court of Appeals for the Third Circuit, in

National Cash Reg. Co. v. American Cash Register

Co. (53 Fed. 371),

discusses the difference between a ''combination" and an

''aggregation" and lays down the rule that

"A combination, to be patentable, must produce a

new and useful result as the product of the combination,

and not a mere aggregate of several results, each the

complete result of one of the combined elements."

In the nozzle in controversy the reactory strains are

present regardless of valve means for opening or closing

or partial closing of the discharge outlet of the nozzle.

Control of this outlet is material solely to economize

water. It has naught to do with the presence or absence

of reactory strains. The particular mode of pivoting,

i. e., putting the pivots in the plane of the curve of the

nozzle—produces no result which is in any manner what-

ever dependent upon or the product of the needle-valve

means. There is therefore no new result which is the

product of the particular manner of mounting and the

needle-valve means. The manner of mounting provides

one result—removing the reactory strains from the gov-

ernor and taking care of them on the pivots—the needle-

valve controlling means accomplishes a distinct office or

purpose—the regulation of the amount of water flowing

from the nozzle—these are separate and independent and

if we view the whole mechanism as accomplishing both

these results, then each is the complete result of one of

the elements and the claims are for an aggregation, as
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there is no new and useful result as the product of the sev-

eral (icnictits.

In [loff'nuni v. Young (2 Fed. 74, 77), it is said:

*'A mere a<!:^re,i!:ati()n of old ]>arts, without any new

result issuing from tJicir united action, is not patent-

ahle. The parts must combine in operation, and by

their joint effect produce a new result."

In Reckendorfcr v. Faber (92. U. S. 347), the Supreme

Court says:

"The comhination, to be patentable, must produce a

different force or effect or result, in the combined

forces or processes from that given by their separate

parts. There must be a new result by their union. If

not so, it is only an aggregation of separate elements."

Illustrating this principle the Court then gave the fol-

lowing illustration as showing the joint co-operation of

the elements to produce a single unitary result:

"Another illustration may be found in the frame of

the saw mill, which advances the log regularly to meet

the saw, and the saw which saws the log. The two co-

operate, and are simultaneous in the joint action of

sawing through the log."

The moving frame performed, of itself, no other office

than moving frames do. The saw performed no other

office than saws do; but, each performing its particular

function co-operatively with the other they together
*

'
sawed through the log. '

' Neither acted to do this alone.

In the aggregated elements of the claims of the Doble

patent, however, the placing of the pivots in the plane of

the curve of the nozzle has no co-operative relation to

the opening or closing of the outlet orifice of the nozzle
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and the presence or absence of the needle-valve means

has nought to do with the manner of pivoting. Regula-

tion of the amount of water discharged from the nozzle

is effected by the needle-valve and in the same old man-

ner and for the same old purpose as in this needle-valved

nozzle of Doble's prior patent, number 660,789, as set

forth in the patent in suit. The reactory strains are taken

care of by placing the pivots in the plane of the curvature

of the nozzle. The two functions or operations have ab-

solutely nothing to do with each other.

Appellant's position is in full accord with the most re-

cent decisions of the courts. This shows conclusively

that the consensus of modern opinion supports appel-

lant's proposition that each of the claims of the Doble

patent involved herein are void and of no effect, as they

are drawn to, and call, for a collection of elements or

instrumentalities which do not co-operate together to se-

cure a combined unitary result but are in mere juxtapo-

sition with respect to each other and produce respectively

several and distinct results, neither of which is in any

manner dependent upon the other nor do all the several

elements of any one of the claims co-operate together to

perform or secure any one of these results.

In Anton v. Grier Bros. Co. (185 Fed. 796), the Circuit

Court of Appeals for the Third Circuit, on March 23,

1911, says:

''The complainant did no more than add these two

features to the old miner's lamp. The combination, it

is true, resulted in making it a more durable and desir-

able lamp ; but there was no new result produced from

the combination. The guard element and the spreader
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element each performed the same function when nsed

on one and the same lamp as when used on separate

latnps. In aggregating the old elements there was pro-

dueed no new result as thus assembled. Each performs

exactly the same duty it performs when used alone, and

these advanta<::es or fiinotions of the guard and spread-

er are sucli that it is a))solutely impossible for them to

co-operate in any patentable sense when used on one

and the same lamp. The guard is placed there for the

purpose of preventing the spout from being battered or

dented in knocking it to raise the wick. The function

of the spreader is to prevent the flame from licking

back and melting the seam and crotch of the spout, and

preventing the oil from dripping down. Now, each of

these elements, to wit, the guard and the spreader, will

perform that same function, whether found on the same

lamp or on different lamps, and there is no new re-

sult; hence the combination discloses no patentable

novelty, and the claim is invalid.

*

' This has been ruled so often that it is unnecessary

to do more than refer to a few of the leading cases

which sustain the proposition. To sustain a patent with

a combination of old elements, it is well settled that a

new result must be obtained, which is due to the joint

and co-operating action of all the old elements. Either

this must be accomplished, or a new machine of dis-

tinct character and function must be constructed. If

several old devices are so put together to produce even

a better machine or instrument than was formerly in

use, but each of the old devices does what it had form-

erly done in the instrument or machine from which it

was borrowed, and in the old way, without uniting with

other old devices to perform any joint function, it seems

that the combination is not patentable. Brinkerhoff v.

Aloe, 146 U. S. 515, 13 Sup. Ct. 221, 36 L. Ed. 1068;
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Pickering v. McCiillough, 104 U. S. 310, 26 L. Ed. 749

;

Reckendorfer v. Faber, 92 U. S. 347, 23 L. Ed. 719;

Hailes v. Van Wormer, 87 U. S. 353, 22 L. Ed. 241 ; Spe-

cialty Mfg. Co. V. Fenton Mfg. Co., 174 U. S. 492, 19

Sup. Ct. 641, 43 L. Ed. 1058."

** Notwithstanding the fact that the aggregation of

these old improvements in Anton's lamp made a more

desirable lamp than those previously sold, there was no

patentable combination effected hy him, and the bill was

properly dismissed."

The lack of mechanical co-operation or co-action of the

specific method or mode of pivoting the nozzle in the plane

of its curvature and of the use of a needle-valve for econ-

omizing the use of water is absolutely fatal to the pres-

ence of any "combination" of these elements in a Patent

Law sense. This is emphasized by the decision of the Cir-

cuit Court of Appeals for the Third Circuit on February

2nd, 1911, of

Langan v. Warren Axe d Tool Co., 1660 G. 986

;

where the Langan patent was held void because the in-

vention described therein resided in a specific form of

hook, whereas the "claim" of the patent was for an al-

leged combination of a pair of grab-hooks and a draft de-

vice and there was no co-action or co-operation of these

elements. The Court says:

''Not only is the claim for a combination foreign to

what is set forth in the specification, but there is no

new co-action or co-operation of the elements of the

combination. The grab-hooks and draft appliance of

the patent, in combination, co-act as grab-hooks and
draft appliances have always done. The grab-hook of

the patent, by reason of its peculiar construction and
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form, is very i)r()l)al)ly an ini]irovoment of no little

utility. Hut the patonteo cannot, merely because of that

fact, have a patent for a combination which shall have

as one of its elements a ])air of such urab-hooks. He
did not invent the combination. lie invented, if he

invented anythini?, an im])roved grab-hook. Indeed,

this is conceded by the patentee's counsel and he argues

that because the Patent Examiner, when the original

claims were before him, said:

'claim 6 is incomplete without the links, and the eye

in the end of the shank is useless without the other

elements,'

the claim as it now stands should he construed as one

descrihing, as the real invoition, a specific form of

grah-hook. Manifestly, we cannot so construe it. The

claim is for a eombi)iatio)) of grah-hooks, of a peculiar

form, and a draft device. We are not at liberty to dis-

tort its plain language. It mai/ he as the patentee's

counsel declares, that the criticisms of the Examiner

led to the present form of the claims. For if the Exr-

aminer's criticisms were unsound, the patentee could

have had them reviewed by an appropriate appeal.

This is not a case where there was a mere change of

phraseology to suit the views of an Examiner. The
structure of the claim was remodeled in a fundamental

respect. It was changed from a claim for an improved

grab-hook to a claim for a combination of an improved

grab-hook and a draft device. We are therefore com-

pelled to read the claim as one for a combi)iation, and

not for an improved grah-hook. So read, it is clear

that there is 'no error i)i the decrees of the Circuit

Court.

In the specification of the Doble patent in suit it is

stated

:

"My invention relates to hvdraulie nozzles and the



17

manner of mounting and adjusting the same to avoid

unbalanced reaction due to water pressure when the

nozzles or pipes are curved or of sinuous form."

**The object of my invention is to relieve pivoted or

deflecting nozzles from reactive or other strains that

would interfere with sensitive control of such nozzles

when they are deflected."

The specification of the Doble patent shows that the

alleged invention consisted in the particular form of

mounting and that the needle-nozzle valve was old in the

art, having been patented on October 30, 1900, to Mr.

Doble. The claims of the patent in suit are drawn not

for this particular form of mounting but attempt to re-

patent and extend the monopoly of the needle-valve noz-

zle. As said by the Circuit Court of Appeals in the case

last referred to

:

''The claim is for a combination of grab-hooks, of

a peculiar form, and a draft device. We are not at

liberty to distort its plain language."

The claims here in controversy are for a peculiar form

of mounting and a needle-valve nozzle. As there is no

mechanical co-action between and no unitary result from

these, the claims fall as aggregations and if Appellee has

any remedy it must be by application to the Patent Office

for a Re-Issue or amended patent.

As said by the Circuit Court of Appeals for the Second

Circuit, in Ryan v. Metropolitan Jockey Club, (144 Fed.

697):

'

' The courts must take the claims of patents as they

find them."
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In \\'nt<r Mrtrr ('<>. v. Dcspar, (101 U. S. 3:^2) it is

sa'nl

:

•*()ur law riMiiiires the patentee to specify particu-

larly \vl»at lie claims to be new, and if lie claims a com-

bination of certain elements or parts, we cannot declare

that any one of these elements is immaterial. Tlie

])atcntoe makes them all material by the restricted form

of his claim."

Appellant is pleased to see that since the filing of its

opening brief herein, the decision of the Circuit Court of

Appeals for the Seventh Circuit in Warner Instrument

Co. V. Stewart £ Clark Co., has been published in No. 3

of the Advance Sheets of Volume 185 of the Federal Re-

porter at page 507.

This decision was rendered January 3rd, 1911, and up-

holds Appellant's contention that there is no "combina-

tion," in a Patent-law sense, between

1. The curved deflectible nozzle having its pivots

mounted in the plane of the curve of the nozzle

and

2. The needle-valve means for controlling the

amount of water issuing from the nozzle.

In the decision referred to the Court says

:

"The mere bringing together of old parts and allow-

ing each to work out its own old effect, without pro-

ducing some new machine or product, is not invention.

It is necessary always to determine whether the con-

ception of a combination of old parts results from the

intuition of the inventor as distinguished from the skill

of the mechanic. A combination of old elements to be

patentable "must produce a different force, or effect,

or result in the combined force or processes from that
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given by their separate parts. There must he a new

result produced by their union; if not, it is only an ag-

gregation of separate elements." Reckendorfer v.

Faber, 92 U. S. 347, 23 L. Ed. 719."

It is clearly and definitely proven, and was practically

admitted by counsel for Appellee at the oral argument,

that the needle-valve did not in any manner mechanically

co-operate with the mode of pivoting the nozzle in the

plane of its curvature, and that the presence or absence

of the needle-valve had nothing to do with the presence

or absence of reactory strains ; that the needle-valve had

nothing whatever to do with these reactory strains. On

the contrary the whole object and purpose of the particu-

lar form of pivoting was to relieve, i. e., take off from the

governor, these reactory strains and take care of them by

the particular location of the pivots so the governor would

be free therefrom. Any curved, pivoted (or deflectible

nozzle) would present the same reactory strains. The

same reactory strains upon the pivots (or upon the gover-

nor, according to manner of pivoting) are present

whether the nozzle is needle controlled or without valve

means or whether the needle-valve be wide open, partially

closed or wholly closed. It is clear, therefore, that there

is no "different force, or eff'ect, or result," by reason of

the inclusion of the needle-valve. The needle-valve is then

in "juxtaposition" with respect to the particular manner

of pivoting a curved nozzle and a claim calling for this

particular form or manner of pivoting with respect to the

curvature of the nozzle and for the presence in such

nozzle of the needle-valve means is an aggregation of

mechanisms not mechanically dependent or co-operating
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and not a tnio "combination in the sense of the Patent

Law."

Says tlie Circuit Court of Appeals for the Seventh

Circuit in

CUahij V. Reese, 88 Fed. 645, 648:

"The court below in its findings speaks of a co-rela-

tion between all the parts, but there is no suggestion of

any joint or unitary action producing any neiv or useful

result. There is nothing in the findings or in the case

anywhere to show anything more than a mere juxta-

position or aggregation. The combination, to be patent-

able, must produce a different force or effect or result

in the combined forces of processes from that given by

their separate parts. There must be a new result pro-

duced by their union; if not so, it is only an aggrega-

tion of separate elements. Reckendorfer v. Faber, 92

U. S. 347. Merely bringing old devices into juxta-

position, and then allowing each to work out its own ef-

fect, without the production of something novel, is not

invention. Hailes v. Van Wormer, 20 Wall, 353."

In the case of Fond Du Lac County v. May, 137 U. S.

395, Mr. Justice Blatchford, speaking for the Court, says

:

**As the mechanical operation and effect of the pat-

ented devices are the same, whether there be a grating

or other barrier or not, there is no patentable combina-

tion between the devices and the grating. The grat-

ing performs no mechanical function and has no me-

chanical effect. The case is one of mere aggregation. '

'

In the case of Double-Pointed Tack Co. v. Two Rivers

Manufacturing Co., 109 U. S. 120, the second claim of the

patent in suit covered the combination with a peculiar

double-pointed staple of a washer on one of its legs. The
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Court found that the waslier did not in any way modify

or affect the action of the staple which was due to its

peculiar construction, the washer operating with this

staple just as it would with any staple. The claim was

held to be an aggregation.

On the same principle, the castors on the legs of the ore-

feeder in Hendy v. Miners' Iron Works, IT! U. S., 375,

were held to be merely aggregated with the special feed

roller of the machine.

In Tyssowski v. Thayer (159 Fed. 165: affirmed 174

Fed. 43), it was held that the patent was void as claiming

an aggregation and not a combination. The device was

a pyrographic tool ''comprising a combined pyrographic

point and a scorcher. '

' Each worked independently of the

other and had no influence on the operation of the other.

In Germer Stove Co. v. Art Stove Co. (150 Fed. 141),

a claim relating to improvements in fire-pots and grates

for stoves covering a fire-pot having vertical air passages

in the walls thereof and vertical slits connecting the same

with the inside of the fire-pot, in combination with a sub-

stantially closed gate, was held to cover a mere aggrega-

tion, the fire-pot and grate each producing its own effect

after as before the association.

In Cameron Septic Tank Co v. Village of Saratoga

Springs (151 Fed. 250, 262), the claim was held void as an

aggregation and not a combination. This claim called for

(1) a septic tank having a specified outlet, and (2) an

aerator connection with the outlet. This was aggregation

or juxtaposition for the reason that each of these devices

performed its old function in the old way. The bringing

together of these did not bring any co-action or co-opera-
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tioii mcclianically between them to produce a combined

unitary result. l)ut siiH|)ly an aggregation of the two old

results.

In Wrlbmni v. Midland Steel Co. (106 Fed. 2-!l), the

Court held that a claim covering a car in combination

with an apparatus for charging furnaces, including de-

vices for grappling, lifting, and shifting ingots, mounted

on the car, the car simply supporting and carrying the ap-

paratus as it would support and carry any other load and

.in no way co-operating or co-acting with the apparatus is

an aggregation.

In Parson Mfg. Co. v. Coe (180 Fed. 742, 746), the

Court says

:

* * It is difficult to see how a claim for a banking plat-

form and a blower, in a furnace, can avoid being con-

sidered an aggregation. A banking furnace, as abund-

antly appears, is used simply to facilitate the cleaning

of the fires. At such a time the furnace door must of

necessity be open, which cuts off the blower, and ren-

ders it inoperative for the time being. The functions

of the banking platform and of the blower are separate

and distinct. When one is used, the other is not. Their

functions are not interdependent."

In Dodge Coal Storage Co. v. Neiv York Central and

H. R. R. Co. (139 Fed. 976), the Court has before it two

patents for improvements in storage apparatus consist-

ing of mechanism for piling coal or analogous material

and for removing material from a pile. The second of

these patents was held void as being for a mere aggre-

gation and not a true combination. We call attention to
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the able discussion found on pages 985-987 in which,

inter a lia, the Court says

:

**In the patents in suit we do not have a new ma-

chine of distinct character and functions. A pit under

an open centered tower receives and holds coal. A
fixed structure holds up a movable structure turning

thereon. This, in its turn, supports an elevating and

carrying device set in motion by a steam engine or

some other power. The result is, coal or some other

material is taken by the lifting and carrying device

from one point to another. The two structures hold

up the device that carries the coal. How is the element

of the railroad track qualified in any degree by either

of the other elements, saying nothing of all of them?

How is the element of the track qualified by revolving

truss structure? How is the element of the pit quali-

fied by the leg supporting the outer end of the swinging-

arm or truss ? How do these co-act ? '

'

The rule that the combined elements or instrumentali-

ties must mechanically co-operate or co-act with one an-

other so as to produce a new function, mode of opera-

tion, result or effect, which may be termed a unitary re-

sult produced by the co-operative action of all the ele-

ments or instrumentalities, is applied in the decision of

the Supreme Court in Beecher Mfg. Co. v. Atwater Mfg.

Co. (114 U. S. 523), in which the Court says:

"The second claim of the reissue, like the single

claim of the original patent, for the use in succession,

or, in the patentee's phrase, 'the series' of the two

pairs of old dies, the one pair to shape the arms of the

bolt, and the other to give those arms the requisite

curve, does not show any patentable invention. The
tivo pairs of dies were not combined in one machine,
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and (lid uot co-operate to one residt. Each pair was

used by itself, and mi^ht be so used at any distance

of time or place from the other; and if the two were

used (it the some place and in immediate succession of

time, the result of the action of each teas separate and

distinct, and was in no way influenced or affected by the

action of the other. This was no combination that

would sustain a patent. Hailes v. Van Wormer, 20

Wall, 353 (87 U. S, Bk. 22, L. Ed. 241) ; Pickering v.

McCullou.irh, 104 U. S, 310 (Bk. 26, L. Ed. 749);

Stei)henson v. R. R. Co., 114 U. S., 149 (Ante, 58)."

If several devices or instrumentalities are so put to-

gether as to produce even a better machine or apparatus

or instrument than was formerly in use, but each of the

old devices does what it had formerly done in the instru-

ment, apparatus or machine from which it was borrowed,

and in the old way, without uniting with the other devices

to perform any joint function derived from the joint

action, then the collection of devices is an "aggregation"

and not a patentable combination.

Brinkerhoff v. Aloe, 146 U. S. 515;

Richards v. Chase Elevator Co., 158 U. S. 301;

Richards v. Chase Elevator Co., 159 U. S. 486;

Office Specialty Co. v. Fenton Co., 174 U. S. 492;

Bussey v. Mfg. Co., 110 U. S. 145;

Wright V. Yuengling, 155 U. S. 53;

Pickering v. McCullough, 104 U. S. 318;

Spear Co. v. Kelsey Co., 158 Fed. 622 ; 85 C. C. A.

444;
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' Goodyear v. Rubber Co., 116 Fed. 303; 53 C. C. A.

583;

Overweight Co. v. Vogt, 102 Fed. 957.

Appellee attempts to show combination between the

elements of the several claims, stating:

**As a matter of fact, each element of the Doble in-

vention simultaneously co-operates with all the other

elements thereof, and this is perfectly apparent when

one understands the mode of operation of the device."

''Let us assume that there is a maximum load on

the wheel and that the same is suddenly reduced one-

half. The nozzle will be instantly deflected so only one-

half of the jet will strike the buckets. The station at-

tendant tvill then reduce the size of volume of the jet

by means of the needle-valve.'

'

Here we have a direct admission in the brief, as like-

wise we had at the oral argument, that the needle-valve

must be manually operated and that such needle-valve

will never operate unless human agency intervenes to put

it into operation. In other words, in the sequence of

operations claimed by Appellee's counsel there comes

a time when it is desirable to economize water and this

is accomplished at the will of and as the judgment of the

human being direct. The human being may or may not

operate the needle-valve but the needle-valve will not

close or partially close or operate at all—will not perform

any function at all—unless operated by hand in accord-

ance with the will of the operator. This is not me-

chanical co-operation. There is no co-operation at all

unless an agency, outside of the elements set forth in the

Doble patent in suit, intervenes to operate the needle-
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vnlvo. Tlio Dohlo patent tlion neither discloses nor claims

a true combination, but mere aggregated elements not

mechanically dependent.

As thus construed l)y Ap})ellee's counsel the collation

of elements of the respective claims are merely aggre-

gated and in juxtaposition and not mutually dependent

or in combination. The matter then falls directly within

the decision in

Diamond Match Co. v. Ruby Match Co., 127 Fed. 341.

In this decision the Court lays down the rule that

"Where a device described in a claim of a patent

as an element of a combination in a machine does not

co-o])erate mechanically with the other parts, but acts

sei^arately—as a mechanism operated by a hand lever

to lift another part out of position when the machine

is stopped—the claim is for a mere aggregation, and

not a patentable combination."

The inclusion of the needle valve in the claims calling

for the particular manner of pivoting the curved nozzle

on the pipe line falls directly within the spirit and intent

of this decision. In fact it would be hard to find another

case so closely paralleling it. In all of Appellant's coun-

sel's reading of decisions in patent cases, including a

thorough search in connection with the preparation of

this brief, we are yet to find a single case in which it

was held to be a patentable conbination to collate two

mechanisms in a machine or device in such manner that

there was action of one of the mechanisms only when a

human being willed and actuated the necessary lever or

hand wheel.
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In Diamond Match Co. v. Ruby Match Co. (Supra), the

Court says:

"The distinctive feature here is the mechanism for

giving the paraffine wheel vertical motion, in order to

raise the match splints out of the bath. This is im-

portant when, for any reason, the machine is stopped,

so that the splints will not absorb more of the prepara-

tion than they ought ; and the arrangement contributes

to the effectiveness of the machine by preventing im-

perfect matches from being turned out with the others,

throwing discredit on the whole product.

''The mechanism for raising the wheel is not made

the subject of a distinct claim, but appears as one

element of a combination of which the others are the

endless chain, having a plate with rows of perfora-

tions, and the paraffine wheel. But there is no co-

operation in what is thus brought together to produce

a common result, and it is therefore a mere aggrega-

tion. 22 Am. & Eng. Enc. Law (2d Ed.), P. 294. No
doubt they are all factors to make up a complete ma-

chine and turn out good matches, and in that remote

sense may be said to work together. But mechanically

they are distinct parts, acting separately, there being

no more connection between the carrier and the

mechanism for raising the paraffine wheel under which

it passes than between that and the steam boiler or the

standards of the supporting frame. To make the rais-

ing mechanism effective, a human factor, the hand of

the operator, guided by his judgment, must intervene,

and ivithout this it has no influence on the product. Un-

less he sees occasion to act, the match produced will

be equally good or equally bad, tvhether the wheel-rais-

ing mechanism is there or not. It is not as though it

were automatic, raising the matches out of the bath on
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the sfopi)a,srt^ of tlie carrier, and loworin^ that ai^airi on

the resiiinption of its course. That might be regarded

as directly co-operating witli the other parts named to

effect the general result. But, as it stands, I do not see

that it does."

So also in the case at bar if the attendaijt operates the

hand wheel to open or close the needle-valve he will regu-

late thereby the amount of water discharged from the jet

of the nozzle, but this same amount will remain discharg-

ing until the operator again changes the adjustment of

the needle-valve. The water will run to waste or will be

insufficient for maximum efficiency of the wheel, as the

case may be, if the attendant is negligent or temporarily

absent. The needle valve is totally dependent on the at

tendant and is in no way dependent upon the mode of

pivoting the nozzle. There is therefore no co-action or

interdependence between them. The nozzle will be de-

flected on or off the buckets of the wheel whether the

needle-valve is present or is operated by the attendant or

whether it is left stationary for all time. Unless the at-

tendant sees occasion to act the water will run to waste

or will be insufficient regardless of the presence or ab-

sence of the needle-valve. IS IT NOT CLEAR that the

needle-valve is dependent on ''the hand of the operator,

guided by his judgment/' as stated in Diamond Match

Co. V. Ruby, and not mechanically co-operating with the

particular mounting of the nozzle?

It must be clear that this needle-valve is an inter-

mediate mechanism in the nozzle in the same sense that

the mechanism for raising the paraffine wheel w^s in the

match case. We have the statement of Appellee's counsel
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for this and it is the fact. The claims of the patent in suit

do not embrace a governor and a mechanical connection

between the governor and the needle-valve so that the

action of the governor actuates the needle-valve. The

patent in suit is absolutely silent as to any such com-

bination or elements. This Court therefore has not be-

fore it such a combination. If Mr. Doble had provided

a governor and an automatic mechanical connection so

that the needle-valve was automatically operated then a

claim including both the governor, the needle-valve and

the automatic mechanical connection would have been

true "combination," but it is impossible to read any such

arrangement of devices out of the drawings, description

or claims of the patent in suit. They are not there and

the needle-valve is simply in aggregation or juxtaposi

tion with the particular manner of mounting the nozzle

and the claims fall within the decisions cited and are

void. There is no escape from this conclusion and it is

determinative of this controversy. It shows the decree

appealed from is wrong and must be reversed.

The Court of Appeals for the Second Circuit in Ameri

can Chocolate Machinery Co. v. Helmstetter (142 Fed.

978), says:

''To constitute a combination it is essential that

there should be some joint operation performed by its

elements producing a result due to their joint and co-

operating action, while in an aggregation there is

a mere adding together of separate contributions, each

operating independently of the other."

"If the patent in suit had covered in separate claims

the dipping and jarring devices, respectively, and the
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question ol" ini'riii^eiiR'iit Imd been the only one in issue,

a (litTorent situation would have been presented. But

as the patentee has failed to make such claims, and re-

lies only upon one for a coml)ination specifically de-

scrii)ed as dependent upon successive interde])ondent

operations, he is bound by the self-imposed limitations

of his claim. The fact that the two devices are not

sei)arately claimed, but only in combination, would indi-

cate that the patentee regarding the elements individu-

ally considered as old. The distinction between a com-

bination (Did an aggregatio'n lies in the presence or

absence of mutuality of actio-n. To constitute a com-

bination it is essential that there should be some joint

operation perfomed by its elements, producing a result

due to their joint and co-operating action, while in an

aggregation there is a mere adding together of separate

contributions, each operating independently of the

other. Hailes v. Van Wormer, 20 Wall., 353, 25 L. Ed.

241 ; Reckendorfer v. Faber, 92 U. S. 347, 357, 23 L. Ed.

719 ; Pickering v. McCullough, 104 U. S. 310, 318, 26 L.

Ed. 749."

"Defendant's machine comprises merely an aggre-

gation of two devices. There is no mechanical or func-

tional mutuality of operation. It is not a combination

because there is no co-operation between the coating

and jarring mechanisms, because the two devices do not

unitedly perform their functions, and because they are

not necessarily combined in one machine, and do not

act together to secure the final result."

"Each pair was used by itself, and might be so used

at any distance of time or place from the other ; and if

the two were used at the same place and in immediate

succession of time, the result of the action of each was
separate and distinct, and was in no way influenced or

affected by the action of the other. There was no com-
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bination that would sustain a patent. Beeclier Manfg.

Co. V. Atwater Manfg. Co., 114 U. S. 523, 524, 5 Sup.

Ct. 1007, 1008, 29 L. Ed. 232, and cases cited."

"In defendant's machine the dipping and jarring

mechanisms may be physically and mechanically con-

nected; they may best perform their respective func-

tions in the course of a continuous operation affected

through a driving wheel from a common source of

power. But there is absolutely no union or mutuality

of operation, no conjoint or qualifying co-operation

of the parts. Each device is individually independent

in the sense that each performs its peculiar function

without affecting or being affected by the action of the

other device. The dipping device dips the tray contain-

ing the drops, raises it to its elevated position and

stops. The tray is then manually removed from the

machine, or the portion thereof which dips, and is

placed in another independent machine whose sole func-

tion is to impart a series of concussions. The two de-

vices are as functionally unconnected as though they

were mechanically^ separated. Their functions are dis-

tinctly opposed—the one applies the coating, the other

removes it."

The Circuit Court of Appeals for the Eighth Circuit,

in Portland Gold Mining Co. v. Herman (160 Fed. 91,

100), has constructed and cited with approval this decis-

ion in American Chocolate Machinery Co. v. Helmstetter,

saying

:

"The Holmes patent in that case was for a machine

for coating confectionery, claim 1 covering 'the com-

bination with the drop dipping mechanism, of a jarring

device for removing surplus coating material from the

drops.' It was held that this combination was not in-

fringed by a machine in which the dipping and jarring
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devices are inort^ly ag.ii:related, tlie jarring operation

being performed after the dipping has been comi)leted,

and the tray containing the drops removed to another

frame. The Court laid down the following rule

:

"To constitute a combination it is essential that there

should be some joint operation performed by its ele-

ments, ])roducing a result due to their joint and co-

operating action, while in an aggregation there is a

mere adding together of separate contributions, each

o])erating independently of the other."

It was held that the defendant's machine was merely

an aggregation of two devices, not acting together auto-

matically, but there was an interposition bj^ handling after

the dipping process was gone through with, and the

jarring process was independent of that. The Court said

:

"There is no mechanical or functional mutuality of

operation. It is not a combination because there is no

co-operation between the coating and jarring mechan-

isms, because the two devices do not unitedly perform

their functions, and because they are not necessarily

combined in one machine, and do not act together to

secure the final result."

In Appellee's brief, in an attempt to show true com-

bination, it is said

:

"Let us assume that there is a maximum load on the

wheel and that the same is suddenly reduced one-half.

The nozzle will be instantly deflected so only one-half

of the jet will strike the buckets. The station attendant

u'ill then reduce the size or volume of the jet by means

of the needle-valve. In operating the needle-valve, he

will not only reduce the volume of the jet, but he will

change its direction so it will gradually move upwards

and wholly impact upon the buckets. It will thus be
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seen that the needle-valve performs two functions in the

Doble nozzle—it both controls the volume of the jet,

and through the action of the governor, the direction of

the jet."

Unfortunately for Appellee and for the contention of

Appellee's counsel, as we have heretofore pointed out,

the governor is not an element or factor in the claims and

cannot be read into the claims to make out a combination.

Nor is this automatic connection between the needle-valve

and the governor shown in the drawings of the patent or

described or even hinted at in the specification of the

patent. The weakness of counsel's position is thus readi-

ly seen, as he must go outside of the Doble patent in suit

in an attempt to bring into the claims mechanism and

elements nowhere shown or described or claimed in the

patent in order to justifj^ himself in arguing that there is

combination between the needle-valve and the particular

manner of pivoting the nozzle with the pivots in the plane

of the curve of the nozzle.

It must be apparent to the Court that the situation

might have been different and the Court might have been

called upon to judge a different set of elements and

agencies to ascertain whether mutual co-operation existed

and whether there was a unitary result between the

particular manner of pivoting and the needle-valve, gov-

ernor and an automatic mechanical connection between

the governor and the needle-valve, hut this is not the con-

tract between Mr. Doble and the government, existing in

the form of the letters patent in suit, which the Court is

called upon to construe and determine. This Court will

take this contract as it finds it and not remodel it so as to
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enibraco and sot fortli and flaim soinetliinc: other and

radically different from that which Mr. Doble present to

the government officials and asked be made the basis of

the contract.

It is not seen how the conclusion can be escaped that

each and all of the claims sned on are totally void and of

no effect in law by reason of calling for a mere collection

of instrumentalities which are aggregated together and

which do not conjointly co-operate and co-act to produce

a single unitary result due to the conjoint action of each

and every element.

REPLY TO APPELLEE'S UNWARRANTED IN-

CLUSION OF THE PRIOR ART IN THE
PATENT SUED ON.

AVe cannot refrain from criticising the effort of Ap-

pellee to create invention for the patent sued on by the

inclusion therein of the prior art. The language employ-

ed by the patentee in the specification of the involved

Re-issued Letters Patent leaves no doubt as to where the

supposed invention resides, for the entire specification

states the invention to consist in the mounting of any

curved nozzle of the prior art in such a manner that the

same shall be "pivoted to the supply pipe in the plane of

its sinuosity," and that by "thus pivoting the nozzle pipe

2 in the plane of its sinuosity and not in the opposite

plane, as has hitherto been done, the reactive thrust from

the discharge water on the line a falls in the plane of the

trunnions 4." By thus mounting any curved deflexible

nozzle of the prior art, i. e., pivoting the same to the pipe
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line with its curvature or sinuosity in the same plane

as that of the axis of its pivotal pins, is accomplished

what the patentee declares to be "The object of my in-

vention is to relieve pivoted or deflecting nozzles from

reactive or other strains that would interfere with sen-

sitive control of such nozzles when they are deflected. '

'

Counsel for Appellee, fully realizing the Hagmiaer

nozzle installation of 1896, Defendant's Exhibit 11, to be

a deflectible nozzle of curved form pivoted to the pipe

line with its curvature or sinuosity in the same plane as

its pivotal point and appreciating that by the form of its

mounting any reactive strains generated by the water

flowing therethrough fall onto the pivotal pins and not

onto the governor mechanism, seeks at this time to differ-

entiate from the said Hagmiaer installation by reason of

the fact that it is not a single curved deflectible nozzle and

that the same is not provided with a needle valve regu-

lator situated within the bore thereof. In other words,

as now contended, it will not suffice to meet that which the

patentee declares in his specification to be the invention,

but, in addition thereto, the anticipatory nozzle must be

a single curved deflectible nozzle provided with an in-

ternally disposed needle regulator. However, the pat-

entee does not so restrict the invention, for in the specifi-

cation of the patent in suit, he states the "object of my
invention is to relieve pivoted or deflecting nozzles from

reactive or other strains." This statement refers to and

embraces any and all forms of curved deflectible nozzles

of the prior art, and there is no question but what if the

invention resides wherein the patentee states, that a

nozzle constructed at this time in accordance with the
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nicnt tlicrcof. Under such conditions counsel for Appel-

lee would urire that we must look beyond the claims of the

patent and turn to the sj)ecification in order to determine

wherein resides tlie invention, and finding the same to be

in the manner of monnting any form of a curved de-

flectible nozzle so as to place its curvature or sinuosity

in the same plane as the axis of its pivotal pins, that a

nozzle so mounted constitutes an infringement of the

patent. On attention being directed to the claims of the

involved letters patent as specifying certain elements not

contained in a nozzle of the Hagmiaer construction, the

reply would be that the claims only specified the use of

the invention with eight forms of prior nozzles, but that

it applied equally to any form of a curved deflectible

nozzle.

Without question, if the letters patent sued on are

valid, then the mounting of any curved deflectible nozzle

in such a manner that the pivoting thereof to a pipe line

shall be such as to place its curvature or sinuosity in the

same plane as its pivotal pins constitutes an infringe-

ment thereof, for such is the disclosure of the specifica-

tion of the said letters patent. This being so, then any

curved deflectible nozzle of the prior art pivoted to the

pipe line with its curvature or sinuosity in the same planes

as the axis of its pivotal pins, constitutes an anticipation

of the invention. The Hagmiaer nozzle installation of

1896, Defendant's Exhibit 11, in use at the present time,

is such a nozzle.

The manner of mounting the curved deflectible needle

reg-ulated nozzle illustrated by the drawings of the patent
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in suit, wliich is one of the curved deflectible controlled

nozzles of the prior art, is the only distinction which ex-

ists between said nozzles and the same nozzle of the prior

art, and such manner of mounting a curved deflectible

nozzle is the form of mounting employed by Hagmiaer

in the 1896 installation, the mounting of the Hagmaier in-

stallation being with the curvature of the nozzle in the

same plane as the axis of its pivotal points and so mount-

ed for the same reason given by patentee Doble in the

patent sued on for the manner therein set forth for the

mounting of any curved deflectible nozzle.

In the main. Appellee's brief deals with matters foreigii

to the invention of the patent in suit, in fact, the invention

itself, i. e., the manner of mounting a curved deflectible

nozzle to place the reactive strains onto the pivotal pins,

is treated as a mere incident to what is now sought to be

injected into the case as the controlling features of the

letters patent. Approximately, the entire brief is devoted

to making the deflection of the nozzle, the particular

curvature thereof, and the internally disposed needle

regulator features absolutely essential to the working of

the invention, and for these features counsel endeavors

to impress us with the belief that the combination there-

of was for the first time brought into existence by pat-

entee Doble in the patent in suit, and there is also devoted

a considerable portion of the brief to the necessity of the

bore of the nozzle being free as possible from obstruc-

tions. Of course, viewed from the standpoint of the

importance and the stress given to these features, one

would naturally expect the letters patent to make mention

thereof. Such, however, is not the case, for the specifi-
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cation is silent as to these eunmerated features coustitut-

inic a portion of the invention, for the patentee does not

attribute any vahie to tlie particular curvature of the

nozzle; no mention is made in the specification of the

letters patent as to any advantage to be gained by provid-

ing a nozzle the bore of wliich shall be free of obstruc-

tion, nor does the patentee state that the invention is con-

fined to use in connection with curved deflectible nozzles

provided with internally disposed regulators. On the

contrary, the patentee states that the invention "relates

to hydraulic nozzles and the manner of mounting and ad-

justing the same to avoid unbalanced reaction due to water

pressure tvhen the nozzles or pipes are curved or of sinu-

ous form," and then advises that the invention is par-

ticularly applicable to that class of curved deflectible noz-

zles provided with devices for controlling the quantity of

water discharged therefrom. This statement negatives

the soundness of the contention as to the invention being

restricted in its application to any particular form of

curved deflectible nozzles of the prior art, and is an ad-

mission that the prior art contained curved deflectible noz-

zles "having devices for controlling the quantity of water

discharged."

We direct particular attention to this admission of the

patentee as to the prior art, contained between lines 24

and 30, p. 1, of the printed specification of the letters

patent in suit, for if we are to believe the patentee he was

aware of the fact that prior to his invention the use of

curved deflectible nozzles provided with regulating de-

vices for controlling the quantity of water discharge

were well known to him, and that his present invention
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related to the manner of mounting such nozzles "to avoid

unbalanced reaction due to water pressure." In view of

this admission, it was not required of Appellant to prove

the prior use of a curved deflectible nozzle provided with

devices for regulating the discharge of water therefrom.

Notwithstanding this express statement by the patentee

in the preamble to the specification of the letters patent in

suit, counsel for Appellee, on page 90 of his brief, makes

the sweeping statement that ** prior to the date of the

invention of the nozzle in suit, no one had ever made or

used a needle regulating deflectible nozzle of any kind;

that combination was not in existence as part of the art.

Believing, as we do, that the knowledge of Patentee

Doble, an expert in this art, is somewhat more extensive

that than of counsel, we prefer to give credit to Patentee

Doble 's declaration contained in the patent in suit as to

what the prior art contained, and, according to his ad-

mission of the art, he had full knowledge as to the prior

use of curved deflectible nozzles provided with devices

for regulating the water quantity of discharge therefrom,

and such regulating devices for controlling the quantity

of water discharge comprised the needle regulator con-

tained in his prior patent No. 660,789, to which he directs

attention. Counsel, unquestionably, overlooked this ad-

mission by the patentee when making the sweeping state-

ment that no one had ever made or used a needle regulat-

ing deflecting nozzle of any kind. Whether known to him

or not, the prior use was known to patentee Doble.

Commencing with page 16 of Appellee's brief is given

an alleged history of the Doble invention, but such is not

a history of the Doble invention of the patent in suit. It
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relates solely to the history of tlie invention of 1898, em-

bodied in letters patent No. 920,055, of June 22, 1909,

record p. 981, based on the application filed in the Patent

Ortice Oct. 17/0.'J. These letters patent disclose a curved

deflectible nozzle provided with an internally disposed

needle regulator, the same being the identical nozzle illus-

trated in the drawings of the patent in suit, excepting that

a one-quarter turn is given to the illustration of the noz

zle of patent No. 926,055 to disclose the manner of mount-

ing such a nozzle for the invention of the patent in suit.

With this history of the 1898 invention of Doble, which

continues to virtually page 95 of Appellee's brief, we have

no concern at this time, for it is not a history of the

Doble invention of the patent in suit. A suit is now pend-

ing against the Appellant herein for an infringement of

the Doble invention of 1898, letters patent No. 926,055,

and doubtless in due time the history now given for the

said invention will then be repeated, and we prefer to

deal with the same at the proper time. In the present

brief it is a deliberate effort to confuse the Court and to

work into the invention of the patent in suit the alleged

efforts of Doble in connection with an entirely different

proposition. This alleged history deals in the main with

Doble 's efforts to persuade one Eckart to adopt the in-

vention of 1898, but not the invention of the patent in

suit. The history is based on the uncorroborated testi-

mony of Mr. Doble, given at the closing hour for taking

testimony. Mr. Eckart was not called by Complainant

to support any such testimony, although available for

such purpose. Anj^way, it does not relate to the Doble

invention of the letters patent in suit.
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On page 38 of Appellee's brief the statement is made

that Mr. Ensign, a prominent engineer, and later on in

the brief that Mr. Pearson, another prominent engineer,

was unable to solve the so-called problem. A sufficient

answer to this is the fact that neither of these gentlemen

were working on the problem. These gentlemen are in the

employ of the Edison Electric Light and Power Com-

pany, and were so employed at the times stated. The only

interest they had in the matter was the securing of noz-

zles for their company, which would conform to the work

required. In no manner whatever were they endeavoring

to solve any so-called problem, for as far as they were

concerned no problem was presented.

On page 68 of the brief is contained the statement that

defendant's nozzle built for Mill Creek Plant No. 3 was a

failure. Such is not the case. The defendant, like all

manufacturers of devices, supplied a nozzle in accordance

with specification. When pivoted to the pipe line and con-

nected to the governing mechanism in the usual manner,

on water being turned on it was found that the governing

mechanism was not sufficiently strong to take up the

reactory strains. On the nozzle being disconnected and

reinstalled and given a one-quarter turn to place its

curvature in the same plane as the axis of its pivotal

pins it worked successfully, and would have so worked as

originally installed had tlie governing means been suffi-

ciently strong, and as it always worked before where the

governor was sufficiently strong.

Appellee, on page lO.') of the brief, states the advant-

ages for a bent rigid nozzle, doubtless under the assump-

tion of the same being new in the patent in suit, attribut-
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iu^ tliort'to tiic function of receiving the water from the

pipe siii)ply and dischargin<^ it in a predetermined di-

rection in the form of a jet, and the additional function

tliat the curvature thereof })ermits the "controller to l)e

forward of the pivot, so that the stem of the controller

can extend rearwardly through the nozzle casting at a

point forward of the joint," stating, in other words, "the

nozzle performs the function of supporting and keeping

in alignment with the nozzle mouth, the stem of the needle

valve." Such function we are advised is a most valuable

one and essential to the successful operation of the ap-

paratus. This may be true, but such function is old in

the deflectible curved needle regulated nozzles of the

prior art.

In the 1898 invention, letters patent No. 926,055, record

page 981, is contained the following statement, page 2 of

the specification, lines 45 to 55

:

"It will be seen that in order to properly operate the

valve or control device, whatever it may be, that regulates

the flow through the end of the nozzle, I have imparted a

bend to the latter, so that the actuating stem of said device

may be carried through the side of the nozzle and thus

avoid the necessity of obstructing the flow through the

nozzle by devices within the latter for shifting the position

of the valve. '

'

The nozzle of this patent is a bent rigid one pivoted to

a supply pipe for receiving water from the supply pipe

and discharging it in a predetermined direction in the

form of a jet. The nozzle is bent to permit of the controll-

er being forward of its pivot, so that the stem of the con-

troller can extend rearwardly through the nozzle casting
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at a point forward of the joint, and the nozzle performs

the function of supporting and keeping in alignment with

the nozzle mouth the stem of the needle-valve, also the

absence of a support in the nozzle bore permits the free,

uninterrupted passage of the water therethrough.

These features, contended for novelty in the patent in

suit, are the features of the prior art.

In common with the patent in suit, the prior art dis-

closes a curved deflectible needle regulated or controlled

nozzle pivotally connected to a pipe line, said nozzle

being

:

1. A rigid bent nozzle for directing an impact stream.

2. The nozzle being bent to permit of the controlling

needle valve or regulator being arranged in advance of

its pivotal point and to serve as a bearing for the stem of

the controller.

The deflection of the nozzle permits the direction of the

issuing water quantity to be varied to place the stream

in part or in whole onto and off the buckets of a tangential

water wheel, while the needle valve regulator within the

nozzle acts, when adjusted by the station attendant, as a

conserver of the water which otherwise would run to

waste.

The only distinction between the alleged invention of

the patent in suit and the 1898 invention of the prior art,

patent No. 926,055, and prior curved deflectible regulated

nozzles admitted by patentee Doble in the patent in suit

to be old in the art, resides in so mounting such former

curved deflectible nozzles as to place the curvature there-

of in the same plane as the axis of the pivotal points.
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Tills fonn of nidunting l)oing old in the prior art, as for

instance, in tiio Ilai::miaer installation of 1896, the in-

ventive act, if amounting to invention, is anticipated. The

fact that the patentee emi)loys the invention in connection

with an admittedly old structure of type of nozzle, viz:

curved deflectible needle regulated nozzle, cannot instill

patentable life therein. The curved deflectible needle

controlled or regulated nozzle being an old structure, and

the manner described in the patent in suit for mounting

a curved deflectible nozzle with the curvature thereof in

the same plane as the axis of the pivotal pins to transfer

thereto the reactive strains being likewise old in the art,

the manner of positioning any t^^x^e of curved deflectible

nozzle of the prior art relative to the pipe line is common

property. In other words, the substitution of the curved

deflectible needle regulated nozzle of letters patent No.

926,055, or any other form of curved deflectible controlled

nozzle admitted by patentee Doble in the specifiaction of

the patent in suit to be old in the art, for the nozzle of the

Hagmiaer installation of 1896 does not amount to in-

vention.

The fact that patentee Doble examined the nozzle of

the Hagmiaer installation, and did not appreciate the

fact that the mounting thereof with its curvature in the

same plane as the axis of its pivotal pins relieved the

governing means of any generated reactive strains due to

the passage of the water therethrough, in no manner

detracts from the fact that the nozzle was so mounted

for this very purpose. It is extremely improbable that

patentee Doble would have admitted that he appreciated

such fact when examining the Hagmiaer installation,
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even if he had realized such to have been the case. In

view of tlie fact that he applied for letters patent for the

same identical form of moimting a curved deflectible noz-

zle and took an oath that the idea of so mounting a curved

deflectible nozzle was new and original with him at such

time, he could not consistently admit that the nozzle of

the Hagmiaer installation of 1896 contained the inven-

tion. As a matter of fact, in view of the situation of the

Hagmiaer nozzle outside of the building proper, we seri-

ously question whether Mr. Doble ever gave more than a

passing glance thereto. The fact remains that this noz-

zle was mounted with its curvature in the same plane as

the axis of its pivotal pins or joints in order to take care

of the reactory strains which the governing means could

not take care of when the nozzle which it replaced was

mounted with its curvature at right angle to the axis of

the pivotal pins or joint. It successfully relieved the

governing means of such strains by transferring the same

onto the pivotal pins, and has done so ever since 1896.

The fact that the mounting of the said nozzle installation

solved the problem so that no strains fell onto the gov-

erning means, is doubtless the reason that witnesses

Doble, Ensign and Pearson failed to appreciate the fact,

inasmuch as the mounting of the Hagmiaer nozzle in-

stallation left no problem to be solved, as it had previous-

ly been solved by Hagmiaer in 1896.

We, therefore, have no hesitation in pronouncing the

statement contained on page 157 of Appellee's brief that

although Ensign and Pearson were familiar with the noz-

zle of Exhibit 11, Hagmiaer installation, and that subse-

quently each of said engineers endeavored, without sue-
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cess, to solve the problem, as being incorrect. Witnesses

Ensign and Pearson, as previously stated, were not work-

ing on the solution of this or any other problem involved

in the construction of hydraulic nozzles, for such was en-

tirely outside the scope of their employment, and, besides,

witness Pearson testified, as pointed out in our opening

brief, that the Hagmiaer nozzle installation of 1896 trans-

ferred any reaetory strains generated onto the pivotal

pins and relieved the governing means of all such strains.

In the brief, Appellee endeavors to detract from the

testimony of witness Blue, due to the fact that when de-

signing a curved deflectible nozzle for the Eisdon Iron &

Locomotive Works for submission to Mr. Eckart, during

the year 1900, page 159 of the brief, he failed to design

the nozzle with its curvature in the same plane as the axis

of its pivotal points. If counsel had desired to be fair

with the Court he would have stated that witness Blue

was called upon to submit a design in accordance with

the specification issued by Mr. Eckart, as engineer for

the Standard Electric Company, calling for proposals for

certain work to be done, and equally so would he have

stated that Mr. Doble, patentee of the letters patent in

suit, submitted a design based on said specifications and

in his design the nozzle was illustrated with its curvature

in a plane perpendicular or at right angle to its pivotal

pins. Mr. Doble undoubtedly submitted a design of noz-

zle in accordance with the specification issued by Mr.

Eckart, and Mr. Blue submitted a similar design, equally

so the engineer of the Pelton Water Wheel Company,

who was requested to submit proposals based on the issue

specifications. It was simply a case of engineers submit-
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ting designs in accordance with tlie requirements called

for by the specifications, and the fact that each engineer

submitted the same design, so far as the form of mount-

ing of the nozzle was concerned, is a clear demonstration

that the submitted designs conformed to the requirements

of the specification calling for proposals. These facts

counsel took pains to withhold from the Court, and the

reason for so doing was due to the fact that he sought

to weaken the testimony of witness Blue. It is certainly

a significant fact that patentee Doble did not submit a

design in response to Mr. Eckart's specification disclos-

ing the nozzle mounted with its curvature in the same

plane as the axis of its pivotal pins. Why criticise wit-

ness Blue for not submitting a design of nozzle installa-

tion contrary to Mr. Eckart's specification, and fail to

question the action of Mr. Doble in doing that which wit-

ness Blue is censured for?

Mr. Blue testified that he would have recommended the

placing of the nozzle with its curvature in the same plane

as the axis of its pivotal pins in all cases where the con-

ditions for such an installation prevailed, as pointed out

on page 160 of Appellee's brief. The fact that he did not

do so in submitting a design for the nozzle installation

called for by the Eckart specification, and the further

fact that patentee Doble, on behalf of the Abner Doble

Company, and Mr. Henry, on behalf of the Pelton Water

Wheel Company, failed to submit any such design for the

mounting of a curved deflectible needle regulated nozzle,

strongly emphasizes the fact that the conditions for such

installation were not favorable for the mounting of the
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nozzle with its curvature in the same plane as its pivotal

pins.

However, the dealing of these parties with Mr. Eckart

has no bearing on any of the issues of the present contro-

versy, but relate to the nozzle structure of tlie 1898 in-

vention, which eventuated in the grant of letters patent

No. 926,055.

In leaving this subject it is only proper to point out

that the statement contained on page 60 of the brief that

"Engineers Eckart, Roberts, Blue, Doble and Henry, and

necessarily the engineering forces of the Pelton Water

Wheel Company, the Risdon Iron & Locomotive Works,

the Standard Electric Company, and the Abner Doble

Company, were endeavoring without success to solve the

problem subsequently solved by Mr. Doble by the creation

of the nozzle covered by the patent in suit," is absolutely

untrue and not supported by the records in this case,

for during such time the only work performed by said

parties was in submitting designs to Mr. Eckart, for the

Standard Electric Company, in accordance with his

specification calling for proposals.

Appellee wishes to dispose of the Hagmiaer installa-

tion of 1896, and advises us on page 3 of his brief that the

nozzle is an "obsolete and practically abandoned noz-

zle." We respectfully submit that a nozzle installed in

1896 and in successful operation at the present time, can

hardly be termed an '

' obsolete and practically abandoned

nozzle." The only difference between said nozzle and

the present day curved deflectible nozzle, resides in the

introduction within the nozzle of a needle regulator.

However, such was not new at the date of the patent in
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suit, for as we have shown patentee Doble, in the specifi-

cation of the patent in suit, admits curved deflectible

nozzles to be old in the art, also curved deflectible noz-

zles provided with needle regulation. This admission

gives denial to the statement of Appellee's counsel, page

8 of the brief, that ''Prior to the conception of the inven-

tion of Mr. Doble, no nozzle embodying such combined

means was ever constructed or used." As previously

stated, we prefer to place faith in the statement of the

patentee as to the prior art, rather than in the assertion

of counsel. The patentee having admitted the prior art

in the patent in suit, he is at this time bound by such ad-

mission.

The 1898 invention, patent No. 926,055, and likewise the

curved deflectible valve controlled nozzles admitted by

patentee Doble in the letters patent in suit to ])e old in

the art, "embodies means for instantly deflecting the jet

on and off the buckets of the wheel, according to load

variations, together with means for varying the volume

of the jet for the purpose of economizing water," as con-

tended on page 8 of the brief as being the purpose of said

embodied means in the nozzle of the patent in suit. These

features belong to the prior art, and the inclusion thereof

in the patent in suit is unwarranted.

We submit that the following facts have been proven

:

First. That the alleged invention of the patent in suit

resides solely in the manner of mounting any curved de-

flecting nozzle so as to place the curvature thereof in

the same plane as the axis of the pivotal pins.
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Sot'oiul. 'I'liat such a manner of mounting a curved

deflectible nozzle is old in the art.

Third. Tliat the deflectibility and curvature of the

nozzle and the internal valve regulator within the same

being made elements of the claims in combination with

the manner of mounting the nozzle relative to the pipe

line, render the claims of the patent in suit void as aggre-

gation.

Respectfully submitted,

N. A. ACKER, Esq.,

WM. F. BOOTH, Esq.,

Counsel for Appellant.
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